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DETAILED ACTION 

Pending Claims 
Claims 1-16 are pending. 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 



Claim Rejections - 35 USC § 101/112, 2 nd paragraph 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 10-13 provide for the use of an aqueous composition, but, since the claim does 
not set forth any steps involved in the method/process (other than "using"), it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

Claim 16 provides for the use of a coated polymer film, but, since the claim does not set 
forth any steps involved in the method/process (other than "using"), it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 
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Claims 10-13 and 16 are rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Rosthauser et al. 
(US Pat. No. 4,925,885). This is an equivalent to EP 0324370 A. 

Regarding claims 1-9 , Rosthauser et al. disclose: (1) an aqueous composition comprising 
a polyurethane (A) (Abstract), an epoxy resin (B) obtainable by reacting compounds having 
epoxide groups with diols or polyols (Abstract; column 9, line 40 through column 10, line 53), 
and a crosslinker (C) for the epoxy resin (Abstract); 

(2) wherein the polyurethane is in the form of an aqueous dispersion (Abstract; column 9, 
lines 4-39); 

(3) wherein the polyurethane is synthesized from: 
a) diisocyanates (column 9, lines 4-39), 
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b) diols of which bi) from 10 to 100 mol%, based on the total amount of diols (b), have a 
molecular weight of from 500 to 5000 (column 9, lines 4-39; column 3, lines 46-54) and b 2 ) from 
0 to 90 mol%, based on the total amount of diols (b), have a molecular weight of from 60 to 500 
g/mol (column 9, lines 4-39; column 3, lines 46-54), 

c) non-(a) and non-(b) monomers having at least one isocyanate group or at least one 
group reactive toward isocyanate groups, and further carrying at least one hydrophilic or 
potentially hydrophilic group to make the polyurethanes dispersible in water (column 9, lines 4- 
39; column 5, line 53 through column 6, line 36), 

d) if appropriate, further non-(a) to (c) polyfunctional compounds having reactive groups 
which are alcoholic hydroxyl, primary or secondary amino or isocyanate groups {optional); and 

e) if desired, non-(a) to (d) monofunctional compounds having a reactive group which is 
an alcoholic hydroxyl, a primary or secondary amino or an isocyanate group {optional); 

(4) wherein the epoxy resin is a reaction product of bisphenol A with epichlorohydrin 
(column 9, lines 54-65); 

(5) wherein the crosslinker C) is a compound having at least two reactive groups which 
react with epoxides, e.g., isocyanate, amino, carboxyl or hydroxyl groups, preferably amino 
groups (Abstract); (6) wherein the reactive groups are deactivated or blocked at room 
temperature (Abstract); (7) wherein the crosslinkers are blocked amine compounds or blocked 
isocyanate compounds (Abstract); 

(8) comprising 1 to 99% by weight of polyurethane A) and 1 to 99% by weight of epoxy 
resin B), based on the sum of A) and B) (column 11, lines 19-33); and (9) obtainable by 
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preparing the polyurethane in a solvent and then dispersing it in water, the epoxy resin being 
added to the solution before the polyurethane is dispersed in water (column 11, lines 3-18). 
7. Claims 1-4, 8, 9, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Miyamoto et al. (US Pat. No. 5,656,701). 

Regarding claims 1-4, 8, 9, and 75 , Miyamoto et al. disclose: (1) an aqueous composition 
comprising a polyurethane (A) (Abstract), an epoxy resin (B) obtainable by reacting compounds 
having epoxide groups with diols or polyols (column 9, lines 20-34; column 15, lines 39-43), and 
a crosslinker (C) for the epoxy resin (column 9, lines 7-12); 

(2) wherein the polyurethane is in the form of an aqueous dispersion (Abstract); 

(3) wherein the polyurethane is synthesized from: 

a) diisocyanates (column 3, line 5 through column 4, line 2), 

b) diols of which bi) from 10 to 100 mol%, based on the total amount of diols (b), have a 
molecular weight of from 500 to 5000 (column 4, lines 3-34) and b2) from 0 to 90 mol%, based 
on the total amount of diols (b), have a molecular weight of from 60 to 500 g/mol (column 4, 
lines 3-34), 

c) non-(a) and non-(b) monomers having at least one isocyanate group or at least one 
group reactive toward isocyanate groups, and further carrying at least one hydrophilic or 
potentially hydrophilic group to make the polyurethanes dispersible in water (column 4, line 44 
through column 6, line 12), 

d) if appropriate, further non-(a) to (c) polyfunctional compounds having reactive groups 
which are alcoholic hydroxyl, primary or secondary amino or isocyanate groups (column 4, line 
44 through column 6, line 12); and 
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e) if desired, non-(a) to (d) monofunctional compounds having a reactive group which is 
an alcoholic hydroxyl, a primary or secondary amino or an isocyanate group (column 4, line 44 
through column 6, line 12); 

(4) wherein the epoxy resin is a reaction product of bisphenol A with epichlorohydrin 
(column 9, lines 20-34; column 15, lines 39-43); 

(8) comprising 1 to 99% by weight of polyurethane A) and 1 to 99% by weight of epoxy 
resin B), based on the sum of A) and B) (column 9, lines 35-40); (9) obtainable by preparing the 
polyurethane in a solvent and then dispersing it in water, the epoxy resin being added to the 
solution before the polyurethane is dispersed in water (column 9, lines 20-40: not explicitly 
obtained); and 

(15) paper or polymer films coated with laminating adhesives, obtainable by using an 
aqueous composition comprising a polyurethane (A) an epoxy resin (B) a crosslmker (C) for the 
epoxy resin (column 9, lines 41-52). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miyamoto et 
al. (US Pat. No. 5,656,701) in view of Kobayashi (US Pat. No. 5,662,966). 
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Regarding claims 5-7 , the teachings of Miyamoto et al. are as set forth above and 
incorporated herein. They contemplate the use of a crosslinker in their aqueous composition; 
however, they fail to explicitly disclose: (5) wherein the crosslinker C) is a compound having at 
least two reactive groups which react with epoxides, e.g., isocyanate, amino, carboxyl or 
hydroxyl groups, preferably amino groups; (6) wherein the reactive groups are deactivated or 
blocked at room temperature; and (7) wherein the crosslinkers are blocked amine compounds or 
blocked isocyanate compounds. 

Kobayashi et al. disclose a similar aqueous composition (see Abstract; column 7, lines 
33-43). Furthermore, they demonstrate that the instantly claimed crosslinker is recognized in the 
art as a suitable crosslinker for aqueous based polyurethane/epoxy compositions (see column 7, 
lines 7-27). In light of this, it has been found that the selection of known material based on its 
suitability for its intended use supports a prima facie obviousness determination - see MPEP 
2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the instantly claimed crosslinker, as taught by Kobayashi et al, in the 
composition of Miyamoto et al. because the teachings of Kobayashi et al. demonstrate that the 
instantly claimed crosslinker is recognized in the art as a suitable crosslinker for aqueous based 
polyurethane/epoxy compositions. 

10. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rosthauser et al. 
(US Pat. No. 4,925,885) in view of Kobayashi (US Pat. No. 5,662,966). 

Regarding claim 15 , the teachings of Rosthauser et al. are as set forth above and 
incorporated herein. They disclose the use of substrate supports (see column 11, lines 33-43); 
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however, they fail to explicitly disclose: (15) paper or polymer films coated with laminating 
adhesives, obtainable by using an aqueous composition comprising a polyurethane (A) an epoxy 
resin (B) a crosslinker (C) for the epoxy resin. 

Kobayashi et al. disclose a similar aqueous composition (see Abstract; column 7, lines 
33-43). Furthermore, they demonstrate that the instantly claimed substrates are recognized in the 
art as suitable support substrates for aqueous based polyurethane/epoxy compositions (see 
column 7, lines 38-43). In light of this, it has been found that the selection of known material 
based on its suitability for its intended use supports a prima facie obviousness determination - 
see MPEP 2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the instantly claimed substrates, as taught by Kobayashi et al., as support 
substrates for the composition of Rosthauser et al. because the teachings of Kobayashi et al. 
demonstrate that the instantly claimed substrates are recognized in the art as suitable support 
substrates for aqueous based polyurethane/epoxy compositions. 

International Search Report 

1 1 . The international search report cited five X-references. All of them have been 
considered; however, only Rosthauser et al. has been applied. This is the most comprehensive of 
all the X-references. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael J Feely/ 

Primary Examiner, Art Unit 1796 

June 23, 2008 



